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the Board of Appeal of the Community Plant Variety Office, composed of its 

Chairman G. Winkler and additional members Dr. P. Russo and Dr. Agr. E. Siboni, 

decided on 18 July 2005 that:  

 

1. The appeal is rejected. 

2. The costs of the appeal proceedings shall be borne by the appellant. 

 

Facts 

 

Ambrogio Giovanni was granted the right to the GINPENT variety of the species 

Gynostemma pentaphyllum (Thunb.ex Murray) Makino by Grant No 8488 of 3 

December 2001. 

The appellant lodged an ‘objection’ to this decision in a written statement dated 20 

October/22 September 2003, which reached the Community Plant Variety Office (‘the 

Office’) on 23 October 2003. He applied, pursuant to Article 66 of Council Regulation 

(EC) No 2100/94 of 27 July 1994 on Community plant variety rights (hereafter 

‘Regulation 2100/94’), for an amendment to the variety denomination GINPENT due 

to the fact that the denomination GINPENT was contrary to the provisions laid down 

in Article 63(3)(c) and (f) of Regulation 2100/94. 

 

The Office upheld the plant variety right with the denomination GINPENT by virtue of 

its Decision No VD 00176 of 23 February 2004. 

 

The appellant acknowledged receipt of the decision posted out on 5 May 2004 and 

lodged an appeal in a written statement dated 18 June 2004. This appeal reached 

the Office on 30 June 2004. 

 

The appellant bases the appeal mainly on the following grounds: 

- he has been marketing the QUIBA variety of the species 

Gynostemma pentaphyllum since 1995; 

- GINPENT is derived from the species Gynostemma pentaphyllum and merely 

constitutes an abbreviation of this name. Thus the variety denomination GINPENT 

is indistinguishable from the species denomination Gynostemma pentaphyllum 
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GINPENT. The variety should therefore be given a different name 

(Article 63(3)(c)); 

- GINPENT, as a mere abbreviation of the species Gynostemma pentaphyllum, is - 

like the latter - a designation used for the marketing of goods which has to be kept 

free under other legislation and hence cannot be the subject of a variety 

denomination; the holder of the right markets his variety under the trade mark 

GINPENT; under Italian law it is prohibited to substitute a trade mark for generic 

product names which have to be kept free (Article 63(3)(d)); 

- the variety denomination GINPENT, moreover, could lead to confusion over the 

characteristics of the GINPENT variety and the species Gynostemma 

pentaphyllum as well as other varieties of the species (Article 63(3(f)). 

 

The appellant requests that 

 

the Office’s decision of 23 February 2004 be revoked and the variety 

denomination GINPENT amended. 

 

The holder of the right and the Office request that 

 

the appeal be rejected. 

 

The holder of the right maintains that GINPENT is indeed formed from the species 

denomination Gynostemma pentaphyllum, although the Y has been replaced by an I. 

Overall, therefore, GINPENT constitutes a fanciful name which is not known or in 

common use on the market as an abbreviation of the species denomination. For that 

reason GINPENT cannot be confused with the species denomination. 

 

The Office is of the opinion that Article 63(3)(c) is not pertinent. The sole purpose of 

this provision is to avoid confusion between one variety denomination and another, 

and not between a variety denomination and a species denomination. 

GINPENT is not a designation which has to be kept free within the meaning of 

Article 63(3)(d). 
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Nor is an amendment to the variety denomination required in the light of 

Article 63(3)(f), since GINPENT could by no means be mistaken for the botanical 

name Gynostemma pentaphyllum. Confusion can therefore be ruled out. 

 

Grounds 

 

The appeal is admissible but unfounded. 

 

The appeal is admissible pursuant to Article 67(1) of Regulation 2100/94, since it is 

directed against a decision of the Office in accordance with Article 66 of 

Regulation 2100/94. It concludes a procedure the purpose of which was to examine 

whether or not the variety denomination GINPENT should be amended. 

(The application for an amendment made in the context of an ‘objection’ to the grant 

decision was manifestly not an admissible objection within the meaning of 

Article 59 of Regulation 2100/94, since, following the publication of the proposed 

variety denomination as long ago as 15 October 1998, the deadline for objections 

pursuant to Article 59(3)(b) and (4)(b)  of Regulation 2100/94 had long since elapsed 

when the ‘objection’ was filed on 23 October 2003.) 

The amendment procedure is a procedure which may be initiated by the Office at any 

time after due consideration. Therefore an application by a third party is not a 

precondition for the initiation of a procedure concerning the amendment of a variety 

denomination under Article 66 of Regulation 2100/94. It follows that the appellant’s 

application merely constitutes a suggestion to the Office that it examine the variety 

denomination approved in the foregoing grant procedure. It likewise follows that the 

third party does not become a participant in the procedure once it is opened by the 

Office, unless the Office admits the third party responsible for the application as a 

participant in the procedure due to direct personal involvement (Article 1(1)(d) and 

(2) of Regulation 2100/94). The Office agreed to the appellant’s suggestion that it 

examine the compatibility of the variety denomination with Article 63(3) of 

Regulation 2100/94, yet without formally admitting the latter as a participant in the 

procedure. 

 

The appellant is furthermore entitled to lodge the appeal pursuant to Article 68 of 

Regulation 2100/94. The contested decision is not however directed against the 
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appellant, since his application was not a precondition for the decision and he was 

not involved in the procedure laid down in Article 66 of Regulation 2100/94. It is 

directed only at - and not against - the holder of the right who benefited from the 

decision. Therefore the Office rightly did not reject the appellant’s application for an 

amendment to the variety denomination but merely pronounced in favour of keeping 

the right in force with the variety denomination GINPENT. 

The reason why the appellant is nevertheless entitled to lodge the appeal is that - in a 

broad interpretation of this provision - he is directly and individually affected, since he 

has asserted, unchallenged, that he has long been marketing the QUIBA variety of 

the species Gynostemma pentphyllum. Assuming that his concern is correct, 

confusion could be caused not only in general between the GINPENT variety and 

other varieties of the species Gynostemma pentphyllum, but also in particular with his 

varieties of the above-named species. 

The other admissibility criteria, in particular compliance with the formalities and 

deadline, have also been met. 

 

The appeal is nevertheless unfounded, in that the stated grounds for an amendment 

are not present. 

 

Article 63(3)(c) of Regulation 2100/94 

Under this provision, approval for a variety denomination should be refused if it is 

identical to or may be confused with another variety denomination for the same 

species or a closely related species. 

This is manifestly not the case here. The appellant has not named a variety 

denomination which is identical or confusingly similar to GINPENT. Inasmuch as the 

appellant claims that there is a risk of confusion, firstly with the trade mark GINPENT, 

under which the holder of the right is allegedly selling the variety in question, and 

secondly with the species denomination Gynostemma pentaphyllum, in neither case 

is the name a variety denomination. Such instances are not covered by 

Article 63(3)© of Regulation 2100/94. Whether or not there is a risk of confusion 

between the two denominations therefore need not be settled here. 
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Article 63(3)(d) of Regulation 2100/94 

Under this provision, a variety denomination should be rejected if it is identical to or 

may be confused with another designation which is commonly used for the marketing 

of goods or which has to be kept free under other legislation. 

The denomination Gynostemma pentaphyllum is commonly used on the market to 

identify a particular species. For this reason it must be kept free in accordance with 

Article 3(1)(c) of the First Council Directive of 21 December 1988 (89/104/EC) to 

approximate the laws of the Member States relating to trade marks ('Directive 

89/104/EC’). This does not however apply to the variety denomination GINPENT: the 

Board of Appeal was not in fact able to establish that GINPENT is currently being 

used on the market as a common abbreviation for Gynostemma pentaphyllum to 

designate the species Gynostemma pentaphyllum. Nor was the appellant able to 

provide any proof of this. There is also a lack of evidence that GINPENT could in 

future serve as an abbreviation for Gynostemma pentaphyllum, since it could not be 

established that species denominations consisting of more than one word are 

shortened by merging one element from each word into a single word and, in 

addition, altering one letter. 

Nor can GINPENT be confused with the species denomination, since GINPENT is a 

fanciful name that is so far removed from Gynostemma pentaphyllum in terms of its 

sound, written appearance and concept that there is no need to fear any confusion 

between it and the species denomination which is to be kept free. 

The risk of confusion in the minds of all those consumers who are unaware of the 

species denomination and to whom it signifies only a fanciful name can be ruled out. 

The same consequently applies to persons who are familiar with the species 

denomination. The fact that they may see GINPENT as a factual reference to 

Gynostemma pentaphyllum does not conflict with this assertion. Given that such a 

practice is not customary in the sector, they have no cause to regard GINPENT as an 

abbreviation. Rather, they too will assume that GINPENT is an arbitrarily invented 

fanciful name. A few experts in species denominations may rightly expect it to be a 

variety related to that species. 

 

Nor would an amendment to the variety denomination be justified by the fact that, 

according to the appellant, the holder of the right is markets his variety not under the 

variety denomination GINPENT but under a trade mark of the same name. The 
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truthfulness of this claim may indeed be borne out by a website entry stating: "Dalla 

pianta orientale di Gynostemma pentaphyllum......deriva direttamente la varietà 

prodotta dal...Giovanni Ambrogio e dallo stesso brevettata con il nome di 

GINPENT®…" [“The variety produced by … Giovanni Ambrogio and patented by him 

under the name GINPENT® … derives directly from the oriental plant Gynostemma 

pentaphyllum …]  

(http://digilander.libero.it/luigi.ginpent/INDEX.ginpent.htm?). 

Substitution of the variety denomination by a trade mark not only infringes 

Community law but also, possibly, Italian law.  

The holder of the variety right is obliged, pursuant to Article 17(1) of 

Regulation 2100/94, to use the variety denomination in a readily distinguishable 

manner. This also prohibits it being replaced by a trade mark. The fact that a trade 

mark and a variety denomination are not mutually interchangeable arises from their 

very nature. The variety denomination is a generic name which, subject to approval 

and publication, distinguishes one variety as such from other varieties of plants 

belonging to the same species. Thus it is merely a product name which describes the 

specific properties of the variety as such. As a designation describing a product, the 

variety denomination has to be kept free. Hence it cannot (or can no longer) fulfil the 

function of a trade mark, which is to differentiate between the products of one 

undertaking and those of another undertaking. 

Nevertheless, an infringement of the above-mentioned legislation cannot result in an 

amendment of the variety denomination, since a definitive list of the grounds for an 

amendment appears in Article 63(3) of Regulation 2100/94. An infringement of 

Article 17 of Regulation 2100/94 is not covered by Article 63(3) of 

Regulation 2100/94. 

A third party who commits such an infringement may, pursuant to Article 94 of 

Regulation 2100/94, be sued by the holder of the right to enjoin such infringement 

and to pay reasonable compensation. Infringement by the right-holder himself results 

in sanctions which are more punitive than the obligation to amend the variety 

denomination. If, following publication of the variety denomination - which thereby 

becomes a product name which must be kept free - the right-holder acquires a trade 

mark of the same name, that trade mark is declared invalid (Article 3(1)(c) of 

Directive 89/104/EC). If the variety denomination was not published until after the 

acquisition of the identical trade mark, the proprietor of the trade mark is not entitled 

http://digilander.libero.it/luigi.ginpent/INDEX.ginpent.htm
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to prohibit a third party from using the trade mark for the variety (Article 6 of 

89/104/EC). 

 

Article 63(3)(f) of Regulation 2100/94 

Under this provision, a variety denomination cannot be granted if it is liable to mislead 

or to cause confusion concerning the characteristics etc. of the variety. As stated 

above, the variety denomination GINPENT and the species denomination 

Gynostemma pentaphyllum cannot be confused with one another. Their respective 

characteristics cannot therefore be considered misleading. 

 

Costs  

The costs will be apportioned in accordance with Article 85(1) of Regulation 2100/94. 

 

 

 

Winkler Dr. Russo 
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